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WEST VIRGINIA UNIVERSITY RESEARCH CORPORATION
INTER-INSTITUTIONAL AGREEMENT

This Inter-Institutional Agreement (“Agreement”), effective this ____ day of 
________________, 20__ (“Effective Date”), by and between West Virginia University Research Corporation, having its principal place of business at Chestnut Ridge Research Building, 886 Chestnut Ridge Road, PO BOX 6224, Morgantown, West Virginia 26506-6224 (“WVURC”),acting for and on behalf of West Virginia University (“WVU”) and ____________________________, a ________________________, having its principal place of business at ________________________________ (“INSTITUTION”).
WHEREAS, inventors at WVU and INSTITUTION (“The Parties”) have jointly invented ____________________________________________________ (“Invention”);
WHEREAS, The Parties wish to pursue protection for the Invention and explore commercial opportunities involving the Invention;
WHEREAS, The Parties wish to provide for the handling and division of any monies received from any license or any other commercial use of the Invention by a third party.

NOW THEREFORE, in consideration of the promises and of the mutual covenants and agreements contained herein and of other good and valuable consideration, the Parties agree as follows:

SECTION I—LEGAL PROTECTION OF THE INVENTION
1.1 
WVURC will retain counsel of its choosing to prepare and prosecute all legal protection available to the invention, including but not limited to, all patent applications, copyrights, trademarks, or any other available legal protection (“Intellectual Property Protection”).  
1.2 
Patent applications will be assigned jointly to the Parties, which will have undivided interests with the following allocation in any issuance of any Intellectual Property Protection for the Invention:

 ______% WVURC; ______% INSTITUTION (the “Allocation”).
1.3 
WVURC will consult with and keep INSTITUTION fully informed as to the preparation, filing, prosecution and maintenance of any sought Intellectual Property Protection and any issuance thereof.  
1.4 
Should WVURC deem the costs associated with any Intellectual Property Protection to not be in its best interests, and elect not to prosecute and/or maintain Intellectual Property Protection for any specific intellectual property pertaining to the Invention, WVURC will notify INSTITUTION in a timely manner of its election not to proceed with such protection.  In such event, INSTITUTION may elect at its option, to abandon the legal protection or continue to pursue the legal protection at its own expense. Should INSTITUTION pursue any legal protection, WVURC will continue to jointly maintain all ownership rights in any issued form of Intellectual Property Protection as defined in the Allocation.  
1.5 
In the event any Intellectual Property Protection issued on the Invention is infringed or potentially infringed by a third party, INSTITUTION, WVURC, and, if appropriate, exclusive licensee, consistent with any licensing agreements then in effect, will determine a mutually beneficial course of action and the division of expenses and recoveries, will be determined at the time such infringement is discovered.  Both Parties will use all reasonable efforts to cooperate with each other in any action brought by or against third parties relating to the Invention.  Both Parties have a duty to immediately inform the other should a suspected infringement be discovered by either Party.
SECTION II—REVENUE AND EXPENSES
2.1 
As of the Effective Date of this Agreement and throughout the term of this Agreement, the Parties agree to share, in accordance with the Allocation as set forth in Section 1.2, all reasonable Intellectual Property Protection expenses, including legal expenses, and any other expenses incurred by WVURC in the legal protection and the commercialization of the Invention (“WVURC Expenses”) should such expenses not be shared.  WVURC Expenses will further include any Intellectual Property Protection prosecuted by patent attorneys or agents employed by WVURC and these WVURC Expenses will be billed at reasonable market rates.  

2.2 
Should WVURC not elect to pursue Intellectual Property Protection pursuant to Section 1.4 and INSTITUTION elects to so pursue such protection, WVURC will share, in accordance with the Allocation, all reasonable expenses throughout the term of this Agreement (“INSTITUTION Expenses”) should such expenses not be shared as set forth in Section 2.3. 
2.3 
The Parties agree to share all earnings received from any commercialization of the Invention, including but not limited to the licensing or sale of the Invention, and these earnings will be distributed in accordance with the Allocation, after the deduction of any WVURC Expenses and INSTITUTION Expenses from the earnings, in accordance with Sections 2.1 and 2.2 (“Revenue”).  After receipt by WVURC of the first of such Revenues, WVURC will make payments to INSTITUTION within sixty (60) days from the receipt of any Revenue.  All Revenue payments to INSTITUTION will include the name of the license, licensee, total amount paid, and any WVURC Expenses or INSTITUTION Expenses, for the Invention.  
2.4
All Revenue shall be further reduced by _____________percent (____ %) prior to distribution to pay WVURC’s Administrative Fee.  
The Administrative Fee shall be applicable in the event either party elects to pursue Intellectual Property Protection.  
SECTION III—LICENSING 
3.1 
Subject to Sections 3.2, 3.3, and 3.4 the Parties agree that WVURC will have the exclusive responsibility and authority: (a) to promote and market the Invention for licensing, commercialization, or sale; (b) to identify and negotiate with appropriate Parties interested in such licensing, commercialization rights for the invention; (c) to enter into binding license agreement(s) or binding option agreement(s) for the granting of an exclusive license including the right to grant sublicense(s) or non-exclusive license(s) or commercialization rights for the Invention; and (d) to manage any such license or option agreement(s) for the Invention.  WVURC agrees to consult with INSTITUTION on the licensing strategy, commercialization efforts and the licensing terms.  WVURC will provide INSTITUTION promptly, upon execution, with a copy of all option or license agreements for the Invention entered into under this Agreement.  WVURC will not enter into any fully paid-up license agreements or sell the Invention without the prior written consent of INSTITUTION.
3.2 
In the event that the Invention remains unlicensed two (2) years following issue of Intellectual Property Protection on the Invention, or all licenses granted are returned or otherwise abandoned resulting in no outstanding licenses for a period of two (2) years from the date of termination of such license(s), then the Parties agree to consult each other and decide together the best commercialization strategy (and the responsibilities of the Parties relating thereto) at that time.

3.3 
The Parties hereby reserve:  (a) an irrevocable, nonexclusive, royalty-free right to the Invention for research and education purposes only, not for commercial purposes; (b) any nonexclusive license of the Invention that the Parties may be required by law or regulation to grant to the United States of America or to a foreign state pursuant to an existing or future treaty with the United States of America; and (c) the right to publish the results created under this Agreement, subject to the restrictions of Section VI.  The Party intending to publish will submit the manuscript of any proposed publication to the other Party at least thirty (30) days before publication, and the other Party will have the right to review and comment upon the publication in order to protect Confidential Information (as defined in Section VI).  Upon the other Party’s written request, the publishing Party will delay publication up to thirty (30) additional days to enable the other Party to secure adequate Intellectual Property Protection that would otherwise be affected by the publication.  Nothing herein will preclude any Party from making reports or disclosures as required by an organization that provided funding for the research that resulting in the creation of the Invention. 

3.4 
Should the Invention be developed under a funding agreement with the federal government, the federal government may have certain rights relative thereto.  This Agreement and all future license agreements are explicitly made subject to the federal government’s rights under any agreement and any applicable law or regulation.  If there is a conflict between any federal government agreement, applicable law or regulation and this Agreement, the terms of the federal government’s agreement, applicable law or regulation will prevail.
SECTION IV—NOTICE

All notices and Revenue will be sent to:


If to WVURC:





If to INSTITUTION:


Office of Technology Transfer


West Virginia University Research Corporation


886 Chestnut Ridge Road


PO Box 6224

Morgantown, WV 26506-6224
SECTION V—TERM AND TERMINATION

5.1 
Unless terminated in accordance with this Section, this Agreement will be in force from the Effective Date and will remain in effect for the life of the last patent or license agreement involving the Invention to expire.


5.2 
Provided that a patent or license agreement is not then in effect, either Party may terminate this Agreement for any reason upon at least sixty (60) days advance written notice to the other Party, but in any event not less than sixty (60) days prior to the date on which any pending Patent Office actions need to be taken to preserve patent rights for the Invention.


5.3 
Termination of this Agreement will not relieve either Party of any obligation or liability hereunder prior to such termination, or rescind any payment which accrues prior to the time such termination becomes effective.  Should either Party terminate this Agreement early, the terminating Party will pay any monies owed to the other Party under Section II, including any WVURC Expenses or INSTITUTION Expenses, within thirty (30) days of such termination.  Should either Party terminate this Agreement early, the terminating Party will forward all documents pertaining to Intellectual Property Protection sought, no matter the stage, to the non-terminating Pa  rty.  The terminating Party will forfeit all rights to the Invention, any future issued Intellectual Property Protection of the Invention, and any Revenue from the Invention, except that the terminating Party will maintain the right to practice the Invention and maintain patent rights for its internal research, clinical, and educational purposes.

5.4 
In the event that neither Party wishes to retain the Invention upon termination of this Agreement, the Parties will consult each other and agree on how to dispose of the Invention.
SECTION VI—CONFIDENTIAL INFORMATION


6.1 
"Confidential Information" as used in this Agreement will mean any and all technical and non-technical information including, but not limited to, patent prosecution materials, copyright prosecution materials, trade secret, and proprietary information, techniques, sketches, drawings, models, inventions, know-how, processes, apparatus, equipment, algorithms, software programs, software source documents, and formulae related to the current, future and proposed products and services of each of the Parties, and includes, without limitation, their respective information concerning research, experimental work, development, design details and specifications, engineering, financial information, procurement requirements, purchasing, manufacturing, customer lists, business forecasts, sales and merchandising, and marketing plans and information.  "Confidential Information" also includes proprietary or confidential information of any third party who may disclose such information to either Party in the course of the other Party's business.

6.2 
The Parties agree not to disclose Confidential Information to others (except to their employees, agents or consultants who are bound by a like obligation of confidentiality), except that the Parties will not be prevented from using or disclosing any Confidential Information:



(a)  which is now, or becomes in the future, public knowledge other than through acts or omissions of the receiving Party;


(b)  which is lawfully obtained by the receiving Party without a confidentiality restriction and without breach of this Agreement from a source other than a Party hereto; or 



(c)  which the receiving Party can demonstrate was independently developed by employees of the receiving Party having no knowledge of the Confidential Information.


6.3 
A Party will disclose Confidential Information to potential licensee(s) only under the protection of a confidentiality agreement for the sole purpose of evaluation of the Invention for commercial development.


6.4 
Should a Party terminate this Agreement early under Section V, both Parties will safeguard Confidential Information for five (5) years from the date of such termination.

SECTION VII—REPORTS AND RECORDS


7.1 
WVURC will keep full, true, and accurate books of account containing all particulars that may be necessary to show WVURC Expenses and accurate accounts of all Revenues received from the Invention.  The books and supporting data of account will be kept at WVURC’s principal place of business.  The books and the supporting data will be open at reasonable times, upon advance request and WVURC will permit INSTITUTION to employ representatives and/or an independent certified public accountant retained by INSTITUTION, for the purpose of verifying WVURC Expenses, Revenues, or compliance in other respects with this Agreement at reasonable times, upon advance request and no more than once per year, in order to verify the payments due and owed under this Agreement.  The fees and expenses of such accounting will be borne by INSTITUTION.

7.2 
WVURC, within ninety (90) days after each June 30 of each year during the term of this Agreement, will deliver to INSTITUTION true and accurate reports, giving such particulars for the business conducted by licensee(s) and sublicense(s) of the Invention during the preceding year as will be pertinent to account for all Revenues.  The reports will also include any WVURC Expenditures or INSTITUTION Expenditures for the previous year.  The report will also include the date and amount of payments made by WVURC to INSTITUTION for Revenues paid in accordance with Section II and any Revenue still owed to INSTITUTION in accordance with Section II.  
SECTION VIII—MISCELLANEOUS


8.1 
Nothing in this Agreement will be construed to limit in any way the rights of the United States Government or other state or local governmental organizations(s) under applicable federal, state or local regulations, rules or laws.  Each Party will be separately responsible for complying with all reporting and other requirements of any federal or governmental entity with an interest in the Invention.  


8.2 
This Agreement embodies the entire understanding between the Parties relating to the subject matter hereof and supersedes all prior understandings and agreements, whether written or oral.  This Agreement may not be varied or modified except by a written document signed by duly authorized representative of both Parties.


8.3 
Every provision of this Agreement is intended to be severable. If any term or provision hereof is illegal or invalid for any reason whatsoever, such illegality or invalidity will not affect the validity of the remainder of this Agreement.
8.4 
No liability hereunder will result to a Party by reason of delay in performance caused by force majeure, that is, circumstances beyond the reasonable control of the Party, including, without limitation, acts of God, fire, flood, war, civil unrest, labor unrest, or shortage of or inability to obtain material or equipment.


8.5 
No waiver by either Party of any breach or default of any of the covenants or terms of this Agreement will be deemed a waiver as to any prior, subsequent and/or similar breach or default.      
IN WITNESS WHEREOF, the Parties hereto have executed and delivered this Agreement in multiple originals by their duly authorized officers and representatives on the respective dates shown below, but effective as of the Effective Date. 







_______________________

WEST VIRGINIA UNIVERSITY

INSTITUTION
RESEARCH CORPORATION

Name: _____________________

Name: _________________________

Sign: ______________________

Sign: __________________________

Title: ______________________

Title: __________________________
Date: ______________________

Date: __________________________
PAGE  
2

